03/08/05 12:29 FAI 3015876623 



M TOBIAS 



©008 



REMARKS 

In response to the Official Action mailed on February 7, 
2 005, the Applicant proposes to amend the claims to more clearly 
set forth the subject matter being claimed as well as to obviate 
a rejection based on one of the cited references, thereby 
simplifying the issues under consideration. No new matter is 
added by the proposed amendments. Reconsideration of the 
rejections of the claims is respectfully requested in view of the 
above amendments and the following remarks. 

Rejection 1 

On page 2 of the Official Action, claims 1-17 were 
provisionally rejected under the judicially created doctrine of 
obviousness -type double patenting as unpatentable over claims 12 

- 31 of copending Patent Application No. 10/666,129. 

This provisional rejection is respectfully traversed. For 
convenience, claims 12 - 31 of Application No. 10/666,12 9 are 
attached to this amendment as Appendix A. From a comparison of 
the claims of the two applications, it can be seen that claims 1 

- 17 of the present application each include at least one 
component (Co, for example) not included in any of the claims of 
10/666,129, and as such, there is no overlap or even a similarity 
between the claims of the two applications. Concerning this 
rejection, page 6 of the Official Action states that "the instant 
claimed solder composition includes the solder composition of co- 
pending application", but that assertion appears mistaken; it is 
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impossible for a claim that recites a certain element (such as 
Co) to "include the solder compos ition n of a claim that 
specifically excludes that same element. The Official Action has 
not shown any motivation for a person skilled in the art to 
modify the compositions claimed in 10/666,129 to supply the 
missing element (s), or indeed any teaching that could be combined 
with the claims of 10/666,129 to supply the missing element (s) to 
result in the compositions of claims 1-17. Accordingly, the 
rejection fails to meet the requirements for setting forth a 
prima facie case of obviousness and thus is improper. withdrawal 
of the provisional rejection is respectfully requested. 

Rejection 2 

On page 3 of the Official Action, claims 1 - 6, 8, and 11 - 
13 were rejected under 35 USC 103(a) as unpatentable over JP 55- 
20403. It is the position of the Official Action that this 
reference contains a generic disclosure which encompasses the 
specific compositions claimed in the rejected claims, and that 
any individual composition falling within this generic disclosure 
would be obvious . 

Claim 11 has been cancelled as unnecessary, so its rejection 
is now moot. The rejection of the other claims is respectfully 
traversed as erroneous for two reasons. The first reason is that 
the reference describes such" a vast number of compositions that 
it provides a person skilled in the art no motivation to select 
the specific compositions set forth in the rejected claims of the 
present application. 
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Claim 1 of the present application describes a lead- free 
solder including Cu, Co, optionally Ni, and a remainder of Sn. 
JP 55-2 0403 does not suggest to a person skilled in the art the 
specific composition set forth in claim 1 on account of the vast 
number of compositions which this reference potentially covers. 

JP 55-2 04 03 discloses a brazing material for use in 
connecting external parts of a watch. The brazing material 
comprises 10 - 85% Au, 15 - 90% Sn, and it may further include 
one or more of Ni, Ag f P, Co, Ca, Mn, Rd, Pt, Ph, Sb, Se, and Te ► 
This generic description covers 2047 unique combinations of these 
alloying elements, and yet the only specific compositions which 
the reference discloses are an Au-Sn binary alloy, an Au-Sn-Ni 
alloy, and an Au-Sn-Mn alloy. There is nothing in this reference 
to guide a person skilled in the art to select a Sn-Cu-Co- (Ni) 
composition as set forth in claim 1 of the present application 
from the 2 044 other compositions encompassed by the generic 
disclosure of the reference. 

As such, the situation of claim 1 of the present application 
with respect to JP 55-2 0403 is the same as the circumstances at 
issue in In re Baird , 29 USPQ2d 1550, 1552 (Fed. Cir. 1994), in 
which the PTO had rejected a claim to a specific chemical 
composition based on a reference which disclosed a generic 
formula. While the formula encompassed the claimed composition, 
it also encompassed millions of other compositions, and the 
reference failed to suggest the specific claimed composition. 
The Federal Circuit reversed the rejection on the basis that the 
fact that a claimed substance may be encompassed by a disclosed 
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generic formula does not by itself render that substance obvious. 
That decision makes clear that it is inadequate for a reference 
to merely disclose a generic formulation describing a vast number 
of choice which happen to include a claimed composition. Rather, 
there must be teachings in the reference that suggest selecting 
the specific composition set forth in a claim. 

As such, in order for the alloy recited in claim 1 to be 
obvious, there must be some specific suggestion in JP 55-2 0403 to 
select this combination of alloying elements from the myriad 
choices which it generically discloses. As JP 55-20403 is 
lacking any such suggestion, it cannot render claim 1 or claims 2 
-6, 8, and 12 - 13 which depend from claim 1 obvious, 

A second error in the rejection of these claims is that the 
cited reference does not teach or suggest all of the features set 
forth in amended claim 1. Amended claim 1 describes a lead-free 
solder comprising Sn, Cu, Co, optionally Ni, and a remainder of 
Sn, with the content of any individual element other than Cu and 
Sn being at most 2 mass %. Amended claim 1 is supported by Table 
1 on page 8 of the application as filed, which discloses alloys 
according to the present invention in which no element other than 
Cu and Sn is present in an amount of greater than 2 mass %. JP 
55-02 04 03 does not suggest such an alloy composition. 

As stated above, the brazing material for external parts of 
a watch disclosed in JP 55-20403 comprises 10 - 85% Au, 15 - 90% 
Sn, and it may further include one or more of Ni , Ag, P, Co, Ca, 
Mn, Rd, Pt, Ph, Sb, Se, and Te. Since the brazing material 
requires a minimum of 10% of Au, it does not disclose or suggest 
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an alloy as, set forth in amended claim 1 in which no individual 
element other than Sn or Cu has a content of 2 mass %. 

Thus, since JP 55-20403 does not suggest all the features of 
amended claim 1 so it cannot render it obvious. Amended claim 1 
and claims 2-6, 8, and 12 - 13 which depend from claim 1 are 
therefore allowable. Claim 11 has been cancelled as unnecessary, 
so its rejection is now moot. 

Concerning claim 6, the Official Action acknowledges that JP 
55-20403 does not teach a composition containing Ag in the amount 
set forth in claim 6. Specifically/ claim 6 specifies that the 
content of Ag is 0.05 - 2%, whereas the content of Ag is 
specified in JP 55-20403 as being a minimum of 3%. The Official 
Action states that a prima facie case of obviousness exists where 
the claimed range and prior art do not overlap but are close 
enough that one of ordinary skill in the art would have expected 
them to have the same properties. The error in this argument is 
its unsupported assertion that a person skilled in the art would 
have expected an alloy having an Ag content of 2% but otherwise 
the same as that of JP 55-2 04 03 to have the same properties as 
one having an Ag content of 3%. The only way that a person 
skilled in the art could draw such a conclusion would be if he 
were to completely ignore the reference which the rejection 
relies upon, since page 10, upper right column - lower left 
column Of the Japanese text of JP 55-20403 states that "With less 
than or equal to 0.1% Ni, 0,1% Cu, 3% Ag, .... the effect on 
increasing strength is small..."- This is a clear teaching that 
an alloy with a content of less than 3% does not have the same 
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properties as one having a content of greater than 3%. To set 
forth a prima facie case of obviousness, the Official Action must 
show some specific motivation in the references to modify them, 
not simply rely on a per se rule while ignoring the teachings of- 
the reference that modifying the reference does in fact produce a 
change in properties. Since the reference provides no motivation 
to modify its composition but on the contrary teaches away from a 
composition containing 3% or less Ag, the Official Action fails 
to set forth a prima facie case of obviousness with respect to 
claim 6. 

Rejection 3 

On page 4 of the Official Action, claims 1 , 9, 10, 14, and 
15 were rejected under 35 USC 103(a) as unpatentable over JP 55- 
2 0403 as applied to the claims in Rejection 2 and further in view 
of the description on page 3 of the present application of 
certain conventional lead- free solders which are said to be 
capable of preventing copper leaching. This rejection is 
respectfully traversed. 

Claims 7, 9, 10, 14, and 15 depend directly or ultimately 
from claim 1 and require the use or presence of the solder set 
forth in claim 1. As explained with respect to Rejection 2, JP 
55-2 04 03 does not disclose or suggest the alloy described by 
amended claim 1, so it cannot suggest uses of these alloys as set 
forth in these claims. claims 7, 9, 10, 14, and 15 are therefore 
allowable . 

Claims 14 and 15 originally depended from claim 11. As 
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claim 11 has been cancelled, claims 14 and 15 have been amended 
to instead depend from claim 12 but are otherwise unchanged. 

Rejection 4 

On page 5 of the Official Action, claims 11 and 16 were 
rejected under 35 USC 103 as unpatentable over JP 11-216591. 
Claims 11 and 16 have been cancelled as unnecessary, so this 
rejection is now moot. 

Since the proposed claim amendments overcome the rejections 
based on JP 55-204 03 and obviate the rejections based en JP 11- 
2165 91, upon entry of these amendments, the present application 
will be in condition for allowance. The claim amendments were 
not be made earlier because it was believed that the earlier 
claim amendments and remarks had fully overcome all rejections. 
The proposed amendments raise no new issues, because the feature 
added to claim l by this amendment was already considered by the 
Examiner in connection with claims 16 and 17, which disclose 
compositions in which no component other than Sn or Cu has a 
content of greater than 2 mass %, and the remaining amendments 
are directed to removing issues and to matters of form, i.e., 
correcting the dependency of claims 14 and 15. Since the 
proposed amendments put the application into condition for 
allowance, entry thereof is proper in accordance with MpEP 
714.13- 
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Favorable consideration is respectfully requested. 
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